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DETAILED ACTION 

The preliminary amendment has been entered. 
Claims 8-20 are pending. 

Response to Amendment 

1 . The amendment filed 6/27/05 is objected to under 35 U.S.C. 1 32(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment 
shall introduce new matter into the disclosure of the invention. The added material 
which is not supported by the original disclosure is as follows: claim 9 requires the pin to 
extend "outwardly past an inner diameter of the cover" It is noted that inwardly 
extending pin is disclosed, and claimed in the PCT application. 

Applicant is required to cancel the new matter in the reply to this Office Action. 
It is suggested that applicant change "outwardly" to "inwardly". 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 9-14 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
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one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Claim 9 requires the pin to extend "outwardly 
past an inner diameter of the cover" It is noted that inwardly extending pin is disclosed, 
and claimed in the original claims. 

It is suggested that applicant change "outwardly" to "inwardly". 
3. Claims 1 1 and 16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. These claims lack antecedent basis for the term 
"recess". It is not clear how the recess relates to the indentation. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 8 and 17 are rejected under 35 U.S.C. 102(b) as being anticipated by 
U.S. Patent number 4,509,607 to Saxman, et al. (see figure 3) 

Saxman describes a roller cutter comprising a hub (24) having crushing 
members; a shaft (100); pair of lubricant seals (122,124); and a pair of covers 
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(110,112), each cover having a projection (see below) to lock the cover axially with 
respect to the shaft. 




Saxman also describes the curved support surface (e.g. figure 3) and the 
shoulder as called for in claim 17. 

It is noteworthy that although Saxman describes a raise boring device, Saxman 
uses a different roller cutter arrangement for the upwardly projecting cutters. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Saxman lacks explicit disclosure of the projection arranged to lock the cover 
against rotation, however the dashed line in figure 3 (shown above) appears to 
represent a spline or other lock against rotation. See also text at 33-35. If it is deemed 
that Saxman fails to disclose the lock against rotation, it would have been obvious to 
one of ordinary skill in the art at the time of the invention to have made it so, since 
Saxman plainly describes the cover bonded to the non-rotating seal. 

5. Claims 9, 10, 12, 13, 14, 15, 18, and 19 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Saxman, et al. in view of Sechrist (U.S. Patent number 
2,627,431) and Dolezal, et al. (U.S. Patent number 5,295,549). 

Saxman lacks the pin (claims 9, and 12), v-shaped groove (claims 10 and 15), 
inclined surfaces (claims 13 and 18.), and the lock against rotation (claims 14 and 19) 

Dolezal teaches the advantages of making a seal ring non-rotatable. 

Sechrist describes a generic pin and groove arrangement for making an object 
non-rotatable with respect to a cylindrical body. Sechrist teaches a v shaped pin. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have modified the Saxman device to have a pin as called for in claim 9, in 
order to help secure the cover against rotation, (with regards to claim 12: Saxman 
describes the curved support surface and the shoulder— see figure 3). 

With regards to claims 10, 13, 15, and 1 8: it is noted that none of the cited 
references explicitly disclose the v-shaped groove, or the inclined surfaces. Sechrist, 
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however, teaches a v-shaped pin, and thus suggests to one of ordinary skill in the art a 
v-shaped groove and inclined surfaces. One of ordinary skill in the art would have 
understood the advantages of making the groove in complementary shape to the pin, 
e.g. to provide for a tighter fit, and less susceptibility to wear, and/or vibration. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have further modified the Saxman device to have included a v-shaped 
groove as called for in claims 10 and 15, and inclined surfaces as called for in 
claims13 and 18. 

With regards to claims 14 and 19: One of ordinary skill in the art would have 
understood the advantages of making the cover non-rotatable, as suggested by 
Sechrist. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have modified the Saxman device to have the cover non-rotatable as called 
for in claims 14 and 19. 

6. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Persson 
(U.S. Patent number 4,448, 271)in view of Brolund (U.S. Patent number 5,839,523); 
Sechrist (U.S. Patent number 2,627,431); and Dolezal, et al. (U.S. Patent number 
5,295,549). 

Persson describes a raise boring cutter including a body(16) having saddles (19) 
projecting upwardly; a roller cutter (14). Persson lacks details of the roller cutter such 
as the hub, shaft, seals, and covers. 
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Brolund teaches a similar roller cutter device including hub ( 16); shaft (12); 
lubricant seals (33); and covers (32). 

Brolund lacks disclosure of the covers having a projection and indentation in the 

shaft. 

Dolezal teaches the advantages of making a seal ring non-rotatable: to reduce 

wear. 

Sechrist describes a generic pin and groove arrangement for making an object 
non-rotatable with respect to a cylindrical body. The Sechrist arrangement includes a 
projection and indentation. 

In view of the lack of structure in Persson, one of ordinary skill in the art would 
have found it obvious to have included the roller cutter having the hub, shaft, seals, and 
covers, as taught by brolund. 

In view of the teaching in Dolezal that non-rotation decreases wear, it would have 
been obvious to one of ordinary skill in the art at the time of the invention to have made 
the covers non-rotatable. 

In view of the teaching in Sechrist that a projection and indentation combined are 
effective to eliminate rotation, it would have been obvious to one of ordinary skill in the 
art at the time of the invention to have made the cover and shaft to have a projection 
and indentation as called for in claim 20. 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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JP'071 describes a roller cutter comprising a hub (1) having crushing members; a 
shaft (2); pair of lubricant seals (5); and a pair of covers (3), each cover locked axially 
with respect to the shaft by a screw. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Kreck whose telephone number is 571-272-7042. 
The examiner can normally be reached on Mon-Thurs 530am-2pm; Fri: telework. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patricia Engle can be reached on 571-272-6660. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or571^2-1j9€j^ 
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